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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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eamed patent term adjustment. See 37 CFR 1 .704(b). 
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1 )^ Responsive to communication(s) filed on 5-27-09 . 
2a )□ This action is FINAL. 2b)|3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Clalm(s) 9-16 is/are pending in the application. 
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6) |EI Claim(s) 9J1 is/are rejected. 
/)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 
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10) ^ The drawing(s) filed on 1 1 August 2006 is/are: a)^ accepted or b)^ objected to by the Examiner. 
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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Election/Restrictions 

Applicant's election without traverse of group I, claims 9-1 1 , in the reply filed on 9 
April 2009 is acknowledged. 

Claim Rejections - 35 USC §102 

The following Is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claim 9 is rejected under 35 U.S.C. 102(e) as being anticipated by US 7,350,296 
B2 (Ryu). 

Ryu discloses, referring primarily to figures 3a-j, a multilayer substrate including a 
built-in chip-type electronic component comprising: a laminate including a plurality of 
laminated dielectric layers (1210, 1210', 1310, 1310') in a lamination direction; a chip- 
type electronic component (1500) disposed in the laminate and having a terminal 
electrode (1510) ; and a via conductor (1600) disposed in the dielectric layers in the 
lamination direction; wherein the terminal electrode of the chip-type electronic 
component is connected to at least one of upper and lower end surfaces of the via 
conductor, and a connection step is provided in the via conductor (best seen in figure 3j) 
[claim 9]. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary sl^ill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over Ryu in 
view of US 6,686,665 B1 (Gao) and US 2004/0121897 A1 (Seo). 
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Ryu discloses the claimed invention as described above except Ryu does not 
specifically disclose that the dielectric layers are ceramic layers, the laminate is a 
ceramic laminate including a plurality of the ceramic layers, and the chip-type electronic 
component includes a ceramic sintered body defining an element body [claim 10]. 
However, it is well known in the art to comprise dielectric layers of ceramic material as 
evidenced by Gao (col. 6, lines 35-50). Therefore, it would have been obvious to one 
having ordinary skill in the art at the time of invention to use LTCC as the material for 
the dielectric in the invention of Ryu as is known in the art and evidenced by Gao. The 
motivation for doing so would have been to use a material that provides superior 
performance at high frequencies (Gao, col. 6, lines 35-40). Additionally, Ryu teaches 
that the chip-type electronic component is a chip capacitor (col. 8, lines 35-40). It is well 
known in the art to form chip capacitors as sintered ceramic chip capacitors as 
evidenced by Seo ([0014]). Therefore, it would have been obvious to one having 
ordinary skill in the art at the time of invention to use a sintered ceramic chip capacitor 
as the chip capacitor in the invention of Ryu as is known in the art and evidenced by 
Seo. The motivation for doing so would have been to have a chip capacitor with high 
dielectric quality at high frequencies (Seo [0014]). 

Claim 11 is rejected under 35 U.S.C. 103(a) as being unpatentable over Ryu in 
view of Gao and Seo as applied to claim 10 above, and further in view of US 6,570,469 
(Yamada). 



Application/Control Number: 10/597,919 Page 5 

Art Unit: 2841 

The modified invention of Ryu teaches the claimed invention as described above 
with respect to claim 10 including wherein the ceramic layers are composed of a low- 
temperature co-fired ceramic material (LTCC material, Gao col. 6, lines 35-50) except 
modified Ryu does not specifically teach that the via conductor is composed of a 
conductor material Including silver or copper as a main component [claim 11]. Instead, 
modified Ryu generlcally teaches that the via conductor comprises conductive paste 
(Ryu, col. 9, lines 15-20). However, it is well known in the art to comprise conductive 
paste of silver or copper as evidenced by Yamada (col. 6, lines 60-65). Therefore, it 
would have been obvious to one having ordinary skill in the art at the time of Invention 
to comprise the conductive paste of modified Ryu of silver or copper as Is known In the 
art and evidenced by Yamada. The motivation for doing so would have been to use a 
material with high electrical conductivity ensuring a reliable electrical connection. 
Additionally, It has been held to be within the general skill of a worker In the art to select 
a known material on the basis of its suitability for the intended use as a matter of 
obvious design choice. In re Leshin, 125 USPQ 416. 

Conclusion 

Any Inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jeremy C. Morris whose telephone number Is (571)272- 
1932. The examiner can normally be reached on Monday - Thursday, 8:00 am - 5:00 
pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor. Dean A. Reichard can be reached on 571-272-1984. The fax phone 
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number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Jeremy C. Morris 
Primary Examiner 
Art Unit 2841 

/Jeremy C. Morris/ 

Primary Examiner, Art Unit 2841 



